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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR LI 14. Applicant's submission filed on February 18, 2010 has been entered. 

2. Claims 14-28 are pending. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 14-28 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Regarding claims 14 and 22, while there is support in the specification for step (c) 
including "removing not less than about 50% of the particles of about ljum or more in diameter 
from the powdered tea to obtain a ground tea dispersion", there is no support for the negative 
limitation wherein step (c) is completed "without adding an antioxidant prior to removing the 
particles. 1 ' 
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Note, negative limitations in a claim which do not appear in the specification as filed 
introduce new concepts and violate the description requirement of 35 USC 1 12, first paragraph, 
Ex Parte Grasselli, Suresh, and Miller, 231 USPQ 393, 394 (Bd. Pat. App. and Inter. 1983); 783 
F. 2d 453. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: i 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 



Application/Control Number: 1 0/560,936 Page 4 

Art Unit: 1781 

invention was made in order for the examiner to consider the applicability of 35 U.S.C 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
8. Claims 14-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yutaka et al. (JP 08-116881-PAJ Abstract, machine translation, Partial English 
Translation-pro vided by applicants) in view of Yoshiyuki et al. (JP 11-276074 - PAJ 
Abstract, machine translation). 

Regarding claims 14-15 and 18, Yutaka et al. disclose a method for producing a tea 
beverage comprising the steps of (a) pulverizing tea leafs to obtain ground tea having particles 
the size of 125 ^m or less; (b) suspending the ground tea in water at a density of 5%; (c) 
subjecting the ground tea with a high pressure-homogenizer, i.e. further grinding, to provide an 
ultrafine powder tea; and including the ultrafine powder tea as component in a tea drink 
(Abstract, [0019], [0030], [0032]-partial English translation). Yutaka et aLdoes not disclose 
adding an antioxidant to the homogenized tea. 

Yutaka et al. does not disclose removing not less than about 50% of the particles of about 
1 iim or more from the homogenized tea to obtain a ground tea dispersion. 

Yoshiyuki et al. teach a tea beverage made from a fine powder tea that has excellent 
flavor and no turbidity or dregs (Abstract). Yoshiyuki et al. teach that the tea beverage is 
produced by centrifuging a fine powdery tea dispersion to remove larger particles and leave 
particles of 1 ^im or less in diameter (Abstract, [0010]). 

Yutaka et al. and Yoshiyuki et al. are combinable because they are concerned with the 
same field of endeavor, namely, beverages made with fine powdery tea. It would have been 
obvious to one of ordinary skill in the art to have removed particles of 1 or more in diameter, 
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as taught by Yoshiyuki et al. in the fine powdery tea dispersion of Yutaka et al. for the purpose 
of making a tea beverage with excellent flavor and clarity. 

Regarding claim 16, modified Yutaka et al. disclose all of the claim limitations as set 
forth above. While Yutaka et al. disclose high-pressure homogenization of ground tea at 1000 
kg/cm2 (i.e. about 101 MPa- [0030] of partial English translation), the reference does not 
disclose a homogenization pressure range of about 10 MPa to about 15 MPa. As 
homogenization efficiency, i.e. number of passes, is a variable that can be modified among 
others by adjusting homogenization pressure, the precise Homogenization pressure would have 
been considered a result effective variable by one of ordinary skill in the art at the time of the 
invention. As such, without showing unexpected results, the claimed homogenization pressure 
cannot be considered critical. Accordingly, one of ordinary skill in the art at the time the 
invention was made would have optimized, by routine experimentation, the homogenization 
pressure of the high-pressure homogenization step of Yutaka et al. to obtain the desired 
homogenization efficiency, i.e. number of passes (In re Boesch, 617 F.2d. 272, 205 USPQ 215 
(CCPA 1980)), since it has been held that where the general conditions of the claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
(InreAUer, 105 USPQ 223). 

Regarding claim 17, modified Yutaka et al. disclose all of the claim limitations as set 
forth above. Further, Yutaka et al. disclose wherein the ground tea is suspended in water at a 
density of 5% (i.e. 20 parts by weight water is added 1 part by weight of ground tea- [0032]/Ll-5 
of partial English translation). 
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Regarding claim 19, modified Yutaka et al. disclose all of the claim limitations as set 
forth above. While the tea beverage of modified Yutaka et al. comprises a mixture of ultrafine 
powder tea and tea extract, the references do not explicitly disclose a blending ration between the 
powder tea and tea extract to be from about 1 : 1 to about 1 : 10 by weight. 

Therefore, when faced with a mixture, one of ordinary skill in the art would be motivated 
by common sense to select a 1:1 ratio absent evidence of unexpected or surprising results. Case 
law holds that "[h]aving established that this knowledge was in the art, the examiner could then 
properly rely... on a conclusion of obviousness, 'from common knowledge and common sense of 
the person of ordinary skill in the art within any specific hint or suggestion in a particular 
reference.'" In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). 

Regarding claim 20, modified Yutaka et al. disclose all of the claim limitations as set 
forth above and a beverage (Abstract- see "tea is included as tea component to provide the 
objective tea drink"). 

Regarding claim 21, modified Yutaka et al. disclose all of the claim limitations as set 
forth above. Given modified Yutaka et al. disclose a tea beverage substantially similar to that 
presently claimed, it is clear that the beverage would intrinsically display a turbidity of about 
0.05 to about 0.15 at 680 nm absorbance. 

9. Claims 22-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yutaka et al. (JP 08-116881-PAJ Abstract, machine translation, Partial English 
Translation-/>r<w7fe</ by applicants) in view of Yoshiyuki et al. (JP 11-276074 - PAJ 
Abstract, machine translation) and Fu et al. (US 5,827,560). 
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Regarding claims 22-23 and 25-26, Yutaka et al. disclose a method for producing a tea 
beverage comprising the steps of (a) pulverizing tea leafs to obtain ground tea having particles 
the size of 125 jim or less; (b) suspending the ground tea in water at a density of 5%; (c) 
subjecting the ground tea with a high pressure-homogenizer, i.e. further grinding, to provide an 
ultrafine powder tea; and including the ultrafine powder tea as component in a tea drink 
(Abstract, [0019], [0030], [0032]-partial English translation). Yutaka et al. does not disclose 
adding antioxidant to the homogenized tea. 

Yutaka et al. does not disclose removing not less than about 50% of the particles of about 
1 jxm or more from the homogenized tea to obtain a ground tea dispersion. 

Yoshiyuki et al. teach a tea beverage made from a fine powder tea that has excellent 
flavor and no turbidity or dregs (Abstract). Yoshiyuki et al. teach that the tea beverage is 
produced by centrifuging a fine powdery tea dispersion to remove larger particles and leave 
particles of 1 jim or less in diameter (Abstract, [0010]). 

Yutaka et al. and Yoshiyuki et al. are combinable because they are concerned with the 
same field of endeavor, namely, beverages made with fine powdery tea. It would have been 
obvious to one of ordinary skill in the art to have removed particles of 1 \im or more in diameter, 
as taught by Yoshiyuki et al. in the fine powdery tea dispersion of Yutaka et al. for the purpose 
of making a tea beverage with excellent flavor and clarity. 

Further, while Yutaka et al. disclose adding water to the ground tea prior to high-pressure 
homogenization, the reference does not disclose adding a tea extract wherein about 5 to about 50 
parts by weight of tea extract is added to 1 part by weight of the powdered tea in step (b). 
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Fu et al. teach a tea extract containing soluble tannins having good color and clarity 
(Abstract). Further, Fu et al. teach a diluted tea beverage made from the tea extract (Examples 1- 
7). 

Yutaka et al and Fu et al. are combinable because they are concerned with the same field 
of endeavor, namely, production of tea products. Given Fu et al. teach a tea drink made from tea 
extract, it would have been obvious to one of ordinary skill in the art at the time of the invention 
to have added the tea extract, taught by Fu et al. as a liquid in the high-pressure homogenization 
process of Yutaka et al., for the purpose of producing a final tea beverage soluble tannin that 
contributes tannin specific flavor components. 

Given Yutaka et al. disclose suspending ground tea in water at a density of 5% (i.e. 20 
parts water to 1 part ground tea), since Fu et al. is used to teach a liquid replacement, i.e. tea 
extract, for the water in Yutaka et al., it necessarily follows wherein about 20 parts tea extract is 
added to 1 part of the ground tea. 

Regarding claim 24, modified Yutaka et al. disclose all of the claim limitations as set 
forth above. While Yutaka et al. disclose high-pressure homogenization of ground tea at 1000 
kg/cm2 (i.e. about 101 MPa- [0030] of partial English translation), the reference does not 
disclose a homogenization pressure range of about 10 MPa to about 15 MPa. As 
homogenization efficiency, i.e. number of passes, is a variable that can be modified among 
others by adjusting homogenization pressure, the precise Homogenization pressure would have 
been considered a result effective variable by one of ordinary skill in the art at the time of the 
invention. As such, without showing unexpected results, the claimed homogenization pressure 
cannot be considered critical. Accordingly, one of ordinary skill in the art at the time the 
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invention was made would have optimized, by routine experimentation, the homogenization 
pressure of the high-pressure homogenization step of Yutaka et al. to obtain the desired 
homogenization efficiency, i.e. number of passes (In re Boesch, 617 F.2d. 272, 205 USPQ 215 
(CCPA 1980)), since it has been held that where the general conditions of the claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
(In re Alter, 105 USPQ 223). 

Regarding claim 27, modified Yutaka et al. disclose all of the claim limitations as set 
forth above and a beverage (Abstract- see "tea is included as tea component to provide the 
objective tea drink"). 

Regarding claim 28, modified Yutaka et al. disclose all of the claim limitations as set 
forth above. Given modified Yutaka et al. disclose a tea beverage substantially similar to that 
presently claimed, it is clear that the beverage would intrinsically display a turbidity of about 
0.05 to about 0.15 at 680 nm absorbance. 

Response to Arguments 
10. Applicants arguments filed February 18, 2010 have been fully considered but they are 
not persuasive. 

Applicants explain that the removing step of amended claim 14 recites "removing not less 
than about 50% of the particles of about 1 um or more from the powdered tea in diameter to 
obtain a ground tea dispersion without adding an antioxidant prior to removing the particles." 
Applicants submit that Yoshiyuki et al. fails to teach the claimed removing step and "requires an 
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essential step of adding antioxidant prior to removing large particles of powder tea to obtain a tea 
beverage that is free from non-uniform turbidity or precipitation." 

First, it is the Examiner's position that Yoshiyuki et al. do teach removing particles of 
about 1 (am or more from a powdered tea. Specifically, Yoshiyuki et al. teaches centrifuging and 
removing large-grain ingredients of a fine powder green tea (Abstract) wherein the average 
particle diameter of the centrifiiged product being 1 jam or less. Given, Yoshiyuki et al. teaches 
and average particle diameter of the particles being 1 jam or less, it is clear that not less than 50% 
of the particles of greater than 1 |im are removed . 

Second, with regards to antioxidant, the primary reference, Yutaka et al., does not 
disclose adding an antioxidant to the pulverized tea. It is the Examiner's position, given Yutaka 
et al. does not teach the addition of an antioxidant, the limitations of claim 14 (c) and 22 (c) have 
been met. Further, while Yoshiyuki et al. teach adding an antioxidant to the tea prior to 
centrifugation, Yoshiyuki et al. is used only to teach centrifuging a fine powder tea dispersion to 
remove large particles and leaving particles of 1 um or less in diameter for the purposes of 
making a tea beverage with excellent flavor and no turbidity or dregs (Abstract, [0010]). One of 
ordinary skill in the art would have recognized that removing decreasing particle size by 
removing large particles would improve clarity and flavor. While Yoshiyuki et al. teach a tea 
beverage that is "free from nonuniform turbidity or precipitation, 1 ' the reference does not teach 
or suggest that the antioxidant is responsible for this result. 

Applicants argue that Yutaka et al. does not teach the tea-extract adding/grinding step of 
claim 22 - specifically "adding a tea extract to the powdered tea and further grinding the 
powdered tea." Applicants note that Yutaka teach that "powdered tea leaves are suspended in 
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water or water containing crystalline cellulose and treated with a NANOMIZER to obtain fine 
ground tea suspension. Therefore, Applicants find that Yutaka teaches a liquid suspension. 

Here, Yutaka et al. teach suspending ground tea in water and subjecting the ground to 
high pressure-homogenization, i.e. further grinding. While Yutaka et al. discloses further 
grinding a tea dispersion of water and ground tea, the reference does not disclose blending the 
ground tea dispersion with a tea extract. Instead, Fu et al. is used to teach a diluted tea beverage 
made from tea extract containing soluble tannins having a good color (Abstract). It would have 
been obvious to one of ordinary skill in the art to have blended the extract, taught by Fu et al. 
with the ground tea of modified Yutaka et al. for the purpose of producing a tea beverage with 
good color, clarity and tannin specific flavor components. Further, the tea extract could be used 
to disperse the ground tea prior to homogenization. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELIZABETH GWARTNEY whose telephone number is 
(571)270-3874. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith Hendricks can be reached on (571) 272-1401 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IE. GJ 

Examiner, Art Unit 1 78 1 



/Keith D. Hendricks/ 

Supervisory Patent Examiner, Art Unit 1781 



